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Case study | International trademarks
Opening a new
world of international
trademarks

U UNITALEN
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Today, as more and more Chinese brands
i Wang Zhi He from are going global, trademark owners are
} Germany? Hong Ta Shan facing complex challenges that come
from the Philippines” with it. Limited access to effective
® searching and monitoring, paired with
e lack of familiarity with foreign trademark
i Don’t be fooled. Both have nothing to do law, can lead to additional expenses,
with the well-known Chinese brands, extended timelines and unexpected
they are the result of local trademark processes. These familiar complications
squatting. are discouraging Chinese companies

from expanding their businesses abroad.
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To meet the challenge of going
global, turn to the professionals.

In China’s intellectual property industry,
Unitalen Attorneys at Law is an authority
in international trademark business.

Established in 1994, Unitalen now has over
650 employees in the main office and
several regional offices, including 20 major
commercial cities in Mainland China,
Hong Kong, Tokyo Japan, San Francisco
United States, and Munich Germany.

Providing international trademark services
since 1999, in 200+ countries and regions
for 5,000+ Chinese enterprises, Unitalen
has long been considered a premier
provider and has worked on a large
number of international registrations
through the Madrid system filings.

Valuing quality above all, Unitalen has
found the perfect partner, CompuMark™,
a Clarivate Analytics company, to

open a new world of international
trademarks for Chinese companies.

Relying on three major
advantages to become an
industry benchmark

Depending on the country of trademark
service, Unitalen manages its international
trademark business under three teams.
International Trademarks | is in charge

of outgoing trademark cases of Chinese
companies, including trademark
prosecution, trademark enforcement,

as well as trademark strategic consulting.

“After years of development, the role of
Unitalen’s International Trademarks | in
the field of outgoing trademarks is no
longer the traditional ‘message passer’
but a professional adviser that, with
three major advantages, is capable of
protecting the mark in every stage of its
development” Zhou Xinyan, Partner and
Director of International Trademarks |.

The first advantage of International
Trademarks | is the level of experience and
expertise. Unitalen, with 30+ departments




and clearly defined specialties including
domestic/international trademarks,
patents, proceedings, process,

etc., is a perfect partner to provide
targeted and critical information
needed to make strategic international
trademark business decisions.

“The proven international experience

of ourincoming Trademark and Patent
teams provides information about

foreign attorneys, which enables us to
select professional attorneys with which

to cooperate. Similarly, the Litigation
Trademark team’s knowledge and
experience enable us to handle complex
cases effectively. The International Business
team’s full knowledge of international
customs and practices facilitates our
effective communication with foreign
attorneys. With internal support as
mentioned above, International Trademarks
| has grown rapidly and has been an
essential part in promoting Unitalen’s
development” says Zhou Xinyan.

Talent is a core asset of the intellectual
property industry and International
Trademarks | has a strong and talented
team. To date, the team has gained

40+ members, including 11 senior attorneys
and 10 agents, most have graduated

from highly regarded law universities in

China, some with master’s degrees from
universities abroad. With an average

of more than six years of experience,
this team of professionals has profound
legal knowledge, proficiency in English
and an in-depth understanding of
European and American culture.

In this challenging field, the International
Trademarks | team has worked tirelessly,
with a passion for the intellectual property
industry and a strong curiosity for the
leading intellectual property systems

in other countries. After 20 years of
growth, the International Trademark

| team has garnered expertise with
complex trademark systems in
numerous countries, helping Unitalen
earn its superior reputation.

And the most unique and prominent
advantage of International Trademarks |,
and Unitalen as a whole, is the handling
of cases together with foreign attorneys.
Breaking the traditional agency model
of translation only — conveying customer
requirements — soliciting opinions from
foreign attorneys, Unitalen is more like
an adviser to clients and working-partner
to foreign attorneys. To date, Unitalen
has established long-term partnerships
with 1,200+ firms and scientific research
institutions in 200+ countries.



Working with Clarivate Analytics
to refresh the trademark world

Trademark research and
protection that inspires
confidence.

With the increasing number of trademark
application filings, there is greater need for
workflow efficiency and quality service.

To meet those needs, International
Trademarks | has partnered with
CompuMark, a highly regarded information
service provider, since 2014. When talking
about the relationship over the past five
years, Zhou Xinyan acknowledged it’s the
right decision for trademark screening and
monitoring services.

Trademark screening is the first step for
Chinese companies and brands to go global,
but you canimagine the difficulty of doing it
properly given the vast amount of trademark
datain countries and regions all over the
world. “In the past, International Trademarks |
relied heavily on foreign law firms to conduct
a trademark screen. However, due to their
different work habits and time differences

in various countries, the efficiency and
accuracy of this approach could hardly meet
the high standards and strict requirements
of Unitalen.” Zhou Xinyan noted.

“Unitalen aims to extend its trademark legal
services to every corner of the world, so
we chose CompuMark’s most extensive
trademark database SAEGIS® on SERION®
for screening. For example, when assisting
a well-known Chinese mobile phone
brand in its overseas trademark layout we
used SAEGIS to select 100+ screening
options from its exclusive trademarks,
domain names, company names and
industrial designs in 186 countries/regions,
and then based on the results of the
screen, the online search results, as well

as our agency experience, reduced the
number of trademark options to 5-10.

The customer finally decided on

1-2 trademarks very easily and then
proceeded to the application registration
process. In terms of screening of
identical and highly similar trademarks
as well as consultation response and

OA forwarding, SAEGIS also plays an
important role. Moreover, CompuMark’s
image search database TM go365™
provides us with a new, fast and

accurate image trademark search
experience, eliminating the limitation

of text search and greatly broadening
our horizon of trademark discovery.”




The completion of a screen and registration
of international trademarks does not mean
the work is done. It is vitally important to
safequard and protect the investment in
that international trademark. In fact, as
their trademarks become well-known
overseas, many Chinese companies

have suffered from trademark squatting
or free-riding. CompuMark’s Watch on
SERION®, a global trademark monitoring
service, enables Unitalen to stay updated
about global trademark dynamics.

Figure 1. SAEGIS® on SERION® Interface
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“CompuMark’s Watch data covers

187 reqistries and reaches 254 countries
and regions. It can be used not only for
worldwide and regional monitoring but also
for monitoring by individual registration
place/country/region. Its timely feedback
on potentially infringing marks provides us
with efficient and convenient assistance

in helping customers avoid infringement
risks and protect their rights and interests.
To date, International Trademarks | has
provided global trademark monitoring
services for more than 500 Chinese
brands.” Zhou Xinyan added.
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“Trademarks should be evaluated before

products are available in the market.

This is a golden rule for Chinese companies
intending to go global. In line with the service
philosophy of considering every problem
from the customer perspective and attending
to every detail of the customer, Unitalen
selected CompuMark to help improve its
service level even more. Over the past five

years, our trademark research provider,

CompuMark, has opened a new world

of international trademark services for us.

In the next five years or even more distant
future, we are still willing to continue the
cooperation with Clarivate Analytics to open

up a new world of international trademarks

for Chinese companies intending to go
global” Zhou Xinyan finally concluded.

Figure 3. CompuMark Watch on SERION® global trademark monitoring list
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About CompuMark

CompuMark is the industry leader in
trademark research and protection
solutions. We enable trademark and
brand professionals worldwide to
launch, expand and protect strong
brands through the highest quality
global content; expert analysis; superior
trademark screening, search, and watch
tools; and best-in-class service. Key
products include: SAEGIS Trademark
Screening Tools; TM go365 Self-
service Research Solution; Trademark
Full Search; Trademark Watching;
Copyright Searches; and Custom
Solutions. For more information,

please visit compumark.com.

AMERICAS EMEA

Main office (USA): + 1 (800) 692 8833
compumark.us@clarivate.com

Canada: + 1 (800) 561 6240

compumark.ca@clarivate.com

APAC
China: +86 (10) 5760 1200

Info.china@clarivate.com

Main office (Belgium):
+3222008998

compumark.be@clarivate.com

UK: +44 020 3564 5888
compumark.uk@clarivate.com

France: + 330157 324799
compumark.fr@clarivate.com

Italy: + 39 02 23 33 1221
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Germany: +49 69 153 253 300
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